The opinion in support of the decision being entered today was not witten for
publication and is not binding precedent of the Board.
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DECI S| ON ON APPEAL

This is a decision on the appeal fromthe final rejection
of claims 1-9 and 12-16. Cains 10 and 11 have been al | owed
by the Exam ner. An anendnent filed Decenber 4, 1997 after
final rejection was approved for entry by the Exam ner.

The clainmed invention relates to a sem conduct or

conponent in which at |east one transistor is forned on a
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sem conductor substrate. A plurality of electrode term nals
are formed with at |east one finger section and a first
contact area section disposed laterally with respect to and
connected to a respective finger section. According to page 4
of Appellant’s specification, at |east one of the el ectrode
term nals has a second contact area section which is disposed
|aterally opposite the first contact area section across the
finger section, the resulting structure serving to provide
i ncreased heat dissipation.
Representative claim1l is reproduced as foll ows:
1. A sem conductor conponent, conprising:
a sem conductor substrate having a main surface;
at | east one transistor fornmed on said sem conduct or
substrate with a gate or base termnal, with a source or
emtter termnal, and with a drain or collector term nal
first, second and third electrode termnals formed on
said main surface of said sem conductor substrate and
electrically insulated fromone another, said el ectrode
term nal s being respectively associated with said gate or
base termnal, wth said source or emtter termnal, and
with said drain or collector termnal of said at |east
one transi stor;
each of said electrode termnals being formed wth at
| east one electrode termnal finger section, and a first
contact area section electrically connected to a

respective finger section and being disposed laterally
t hereof; and



Appeal No. 1999-0843
Application No. 08/666,970

at least one of said electrode termnals having a second
contact area section electrically connected to said
respective finger section and being disposed laterally
opposite said first contact area section across said
finger section.

The Examiner relies on the followng prior art
references:?

Kaneko 62- 296475 Dec. 23, 1987
(Publ i shed Japanese Patent Application)?
Kojima et al. (Kojima) EP O 494 625 Al Jul . 15,
1992

(Publ i shed European Patent Application)

NE 9004 Series Data Sheet (NEC), Electrical Characteristics,
Chi p D nensions and Handling, Chapter 2-22 (undated).?®

Claims 1-3, 6, 7, and 12-16 stand finally rejected under
35 U.S.C. 8 102(f) as being anticipated by Appellant’s
admtted prior art. Cains 1-4 and 6-8 stand finally rejected
under 35 U.S.C. § 102(b) as being anticipated by Kaneko.

Claims 5, 9, and 12-16 stand finally rejected under

1 I'n addition, the Examiner relies on Appellant’s adnissions as to the
prior art as illustrated in Figure 1 of the drawings along with the
acconpanyi ng description in the specification.

2 A copy of a translation provided by the U S. Patent and Trademark
Ofice, June 31, 1998, is enclosed with this decision.

3 Although no publication date appears on this document, it was part of
a submi ssion of admitted prior art in the Information Di sclosure Statenent
filed Septenber 19, 1996 (Paper No. 4).
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35 U.S.C. §8 103(a). As evidence of obviousness, the Exam ner
of fers Kaneko in view of Kojima with respect to clains 5 and

9, and Kaneko in view of NEC with respect to clains 12-16.
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Rat her than reiterate the argunents of Appellant and the
Exam ner, reference is made to the Briefs* and Answer for the
respective details.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejections advanced by the Exam ner, and the
evi dence of anticipation and obvi ousness relied upon by the
Exam ner as support for the rejections. W have, |ikew se,
revi ewed and taken into consideration, in reaching our
deci sion, Appellant’s argunents set forth in the Briefs al ong
with the Examner’s rationale in support of the rejections and
argunments in rebuttal set forth in the Exam ner’s Answer. It
is our view, after consideration of the record before us, that
the disclosure of Appellant’s admtted prior art fully neets

the invention as recited in clains 1-3, 6, 7, and 12-16.°%5 W

4 The Appeal Brief (Paper No. 12) was filed March 9, 1998. In response
to the Examiner’s Answer (Paper No. 13) dated March 31, 1998, a Reply Brief
(Paper No. 15) was filed June 2, 1998, which was acknow edged and entered by
the Exam ner without further comment as indicated in the comuni cation (Paper
No. 16) dated August 18, 1998.

5 While we do not consider paragraph (f) of 35 U.S.C. § 102 to be the
appropriate basis for the anticipatory rejection in the present factua
situation, the rejection qualifies under other paragraphs of 35 U S.C. § 102
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are also of the view that the disclosure of Kaneko fully neets
the invention as set forth in clains 1-4 and 6-8. In
addition, we are of the opinion that the evidence relied upon
and the level of skill in the particular art would have
suggested to one of ordinary skill in the art the obviousness
of the invention set forth in clains 5, 9, and 12-16.
Accordingly, we affirm

Al t hough Appel l ant has nom nally asserted (Brief, page
10) the separate patentability of each of the clains on
appeal , separate argunents for patentability have been
provided only for independent claim1l. Dependent clains 2-9
and 12-16 have not been argued separately in the Briefs and,
accordingly, will stand or fall with their base claiml1l. W
will select independent claim1l as the representative claim

for all of the rejections before us on appeal. Note In re

King, 801 F.2d 1324, 1325, 231 USPQ 136, 137 (Fed. G r. 1986);

In re Sernaker, 702 F.2d 989, 991, 217 USPQ 1, 3 (Fed. G

1983) .

We first consider the Exam ner’s anticipatory rejection
of claims 1-3, 6, 7, and 12-16 based on the disclosure of the
admtted prior art in Appellant’s specification. Anticipation

6
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is established only when a single prior art reference

di scl oses, expressly or under the principles of inherency,
each and every elenent of a clained invention as well as
di scl osing structure which is capable of perform ng the

recited functional limtations. RCA Corp. v. Applied Digital

Data Sys.., Inc., 730 F.2d 1440, 1444, 221 USPQ 385, 388 (Fed.

Cr.), cert. dismssed, 468 U S. 1228 (1984); WL. Core &

Assocs. v. Garlock, Inc., 721 F.2d 1540, 1554, 220 USPQ 303,

313 (Fed. Cir. 1983), cert. denied, 469 U S. 851 (1984).

Wth respect to representative independent claim1, the
Exam ner has indicated (Answer, pages 3 and 4) how the various
l[imtations of claim1 are read on the admtted prior art. In
the Exam ner’s analysis, a 90 degree rotation of the admtted
prior art sem conductor device structure illustrated in
Appellant’s Figure 1 would result in a device in which at
| east
one electrode (i.e., the D electrode) has a second contact
area disposed |laterally opposite a first contact area across a
finger (i.e., the center finger) section as clained.

We agree with the Exam ner that sem conductor devices in

actual practice can be fabricated and used in any orientation

7
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and, accordingly, the Examner’s analysis, in our view, IS
sufficiently reasonable that we find that the Exam ner has at

| east satisfied the burden of presenting a prina facie case of

anticipation. The burden is, therefore, upon Appellant to
cone forward wth evidence and/ or argunents whi ch persuasively

rebut the Examiner’s prinma facie case. Only those argunents

actual ly made by Appel |l ant have been considered in this
deci sion. Argunents which Appellant could have made but chose
not to nake in the Brief have not been considered (see 37 CFR
§ 1.192(a)).

Qur review of Appellant’s response in the Briefs reveals
that no argunents have been presented concerning the
Exam ner’s interpretation of the admtted prior art
illustrated in Appellant’s Figure 1. To the contrary,
Appel lant’s sole argunent (Brief, pages 11 and 12) is to
repeat the | anguage of claim 1l and nmake the general assertion
that the prior art does not disclose the clained structure.

In our opinion, the Examner’s prima facie case of

anticipation based on the admtted prior art remains
unrebutted by any persuasive argunents from Appel | ant.
Accordingly, since all of the clainmed limtations are present

8
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in the disclosure of the admtted prior art, the Exam ner’s
35 U.S.C. 8 102 rejection of independent claim1, and cl ains
2, 3, 6, 7, and 12-16 which fall with claim1, is sustained.

We al so sustain the Examner’s 35 U.S.C. § 102(h)
rejection of clains 1-4 and 6-8 as being anticipated by
Kaneko. Considering representative claiml, we agree with the
Exam ner that the sem conductor device structure illustrated
in Figure 1 of Kaneko discloses that the electrode 4 has first
and second contact areas a,and a,being disposed |aterally
opposite each other across a finger section.

We find Appellant’s argunents in response to this
rejection (Brief, pages 13 and 14) to be unpersuasive.
Initially, we find Appellant’s argunent that Kaneko s device
is directed to phase conpensation rather than the heat
di ssi pation problem purported to be solved by Appellant’s
invention to be without nmerit in determning the
appropriateness of a rejection based on anticipation. W
further find to be unfounded Appellant’s further contention
that, contrary to the clained invention, the contact areas 4a,
and 4a,in Kaneko are |ocated on the same side of an inmaginary
center line of the structure, i.e., on the sane side as the

9
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source finger connection 2 while the drain finger connection 5
is on the opposite side. It is our view, however, that,

notwi thstanding the nerits of Appellant’s interpretation of
the finger arrangenent of Kaneko, such argunent is not
comensurate with the scope of claiml1l. It is axiomatic that,
in proceedings before the PTO, clains in an application are to
be given their broadest reasonable interpretation consistent
with the specification, and that clai mlanguage should be read
in light of the specification as it would be interpreted by

one of ordinary skill inthe art. 1n re Sneed, 710 F.2d 1544,

1548, 218 USPQ 385, 388 (Fed. Cir. 1983). Moreover
limtations are not to be read into the clains fromthe

specification. |In re Van Geuns, 988 F.2d 1181, 1184, 26

UsP2d 1057, 1059 (Fed. Cir. 1993) citing In re Zletz, 893

F.2d 319, 321, 13 USPQ2d 1320, 1322 (Fed. Gr. 1989). W find
no recitation in representative claiml of any relative
orientation requirenent anong the source, drain, and gate
el ectrodes, |let alone any recitation of a center I|ine,
i magi nary or otherw se.

Lastly, we turn to a consideration of the Exam ner’s

obvi ousness rejection of clains 5 and 9 based on the

10
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conbi nati on of Kaneko and Kojima, and the rejection of clains
12-16 based on the conbi nati on of Kaneko and NEC. Appellant’s
response to this rejection (Brief, pages 13-15) reiterates the
argunent that the el ectrode connections in Kojinma and NEC are
on only one side of a nultifinger arrangenent. It is apparent
fromthe Exam ner’s analysis (Answer, page 6), however, that
the Kojinma and NEC references were applied solely to address
the air bridge and via hole features of clainms 5, 9, and 12-

16. These references were applied in conbination wth Kaneko

to establish the basis for the obviousness rejection. One
cannot show nonobvi ousness by attacking references
i ndividually where the rejections are based on conbi nati ons of

references. |In re Keller, 642 F.2d 413, 425, 208 USPQ 871

881 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 1097, 231

USPQ 375, 380 (Fed. Cir. 1986).
In view of the above di scussion, since the Exanminer’s

prima facie case of obviousness has not been rebutted by any

convi ncing argunents from Appellant, the Examiner’s 35 U. S. C.
8§ 103(a) rejection of clains 5, 9, and 12-16 is sustai ned.
In summary, we have sustained all of the Exam ner’s

rejections of the clains on appeal. Therefore, the decision

11
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of the Exam ner rejecting clains 1-9 and 12-16 is affirnmed.
No tinme period for taking any subsequent action in

connection with this appeal nmay be extended under 37 C F. R

8§ 1.136(a).
AFFI RVED
ERROL A. KRASS )
Adm ni strative Patent Judge )
)
)
) BOARD OF PATENT
JOSEPH F. RUGE ERO ) APPEALS AND
Adm ni strative Patent Judge ) | NTERFERENCES
)
)
)
HOMARD B. BLANKENSHI P )
Adm ni strative Patent Judge )
JFR: hh
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